
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE j 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/507,438 


09/13/2004 


Ralf Hobmeier 


2732-142 


6719 



6449 . 7590 10/05/2007 

ROTHWELL, F1GG, ERNST & MANBECK, P.C. 
1425 K STREET, N.W. 
SUITE 800 

WASHINGTON, DC 20005 



EXAMINER 



SHAPIRO, JEFFERY A 



ART UNIT 



3653 



PAPER NUMBER 



NOTIFICATION DATE 



DELIVERY MODE 



10/05/2007 



ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

PTO-PAT-Email@rfem.com 



PTOL-90A (Rev. 04/07) 



f 

KJTTI\*ss /4GI/U// OU 1 III 1 lal y 


Application No. 

10/507,438 


Applicant(s) 

HOBMEIER ET AL 


Examiner 

Jeffrey A. Shapiro 


Art Unit 

3653 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address -« 
Period for Reply 
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4a) Of the above claim(s) 26 is/are withdrawn from consideration. 
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DETAILED ACTION 
Election/Restrictions 

1 . Claim 26 is withdrawn from further consideration pursuant to 37 CFR 1 .142(b), 
as being drawn to a nonelected species, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed 
on 7/18/07. The Examiner acknowledges the selection of species I. Therefore, Claims 
1-24, 27 and 28 will be Examined. A rejection on the merits follows. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 -25, 27 and 28 are rejected as failing to define the invention in the 
manner required by 35 U.S.C. 112, second paragraph. 

The claim(s) are narrative in form and replete with indefinite and functional or 
operational language. The structure which goes to make up the device must be clearly 
and positively specified. The structure must be organized and correlated in such a 
manner as to present a complete operative device. The claim(s) must be in one 
sentence form only. Note the format of the claims in the patent(s) cited. 

As examples, note the following. 

4. Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 



Application/Control Number: 1 0/507,438 Page 3 

Art Unit: 3653 

It is unclear whether or not a "bistable magnet" is required to move the diverter 
vane. For examination purposes, it is construed that a "bistable magnet" is optional. 

5. Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

6. Claim 10 recites the limitation "first to fourth transport paths" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

7. Claims 12-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claims 12-14 recite several components with changing directions or codirectional 
directions of rotation. It is unclear with what reference these rotations are made from. It 
is also unclear what this transmission is connected to. 

9. Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

10. Clajm 16 recites the limitations "first transmission output" in line 2 and "second 
and third transmission output" in line 3. There is insufficient antecedent basis for these 
limitations in the claim. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 



\ 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

12. Claims 1-9, 15, 17, 20-22, 24, 25 and 28 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Saltsov et al (US 6,371,473 B1). 

Regarding Claims 1 and 2, Saltsov '473 discloses a transport system having 
various transport paths, a diverter device (1 ), having a bi-directionally drivable transport 
path (104) between two transport path branchings, and a diverter module formed in part 
with elements (2, 3a, 3b and 3c) with twelve inputs/outputs, i.e, six each at each diverter 
(500). Note that path (104) is construed to run from the bill input/output slot at element 
(1) through the center of diverters (500), thus connecting several branchings. 

Regarding Claim 3, note that diverter module (2, 3a, 3b and 3c) and components 
thereof may be removed, opened and separated, for example, as illustrated at figure 28. 

Regarding Claim 4, note that diverter (500) located between (2) and (3a), with six 
input/outputs is connectable with diverter (500) located between (3b and 3c). 

Regarding Claim 5, note figure 15, which illustrates that both diverters (500) may 
be coordinated so as to create a single path (104) through the diverter device. 

Regarding Claim 6, note that diverter (500) is construed as having several 
"diverter vanes" (700, 702 and 704) as illustrated in figure 28. 
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Regarding Claims 7, 15 and 17, note that the diverter vanes of Saltsov are 
moved by a drive device, i.e., an actuator, in the form of a gear train connected to a 
motor, as described at col. 8, lines 15-26. 

Regarding Claims 8 and 25, Saltsov discloses an input device in the form of an 
input slot assembly (101 ). Note that elements (3a, 3b and 3c) of the diverter module 
are escrow devices which have the capability to store the banknotes temporarily. 
Saltsov also has a receiving cashbox in the form of cassette (4). 

Regarding Claims 9, 22 and 28, note that Saltsov discloses both escrow 
elements (3a, 3b and 3c) as well as cassette (4), with transport paths leading to and 
from these elements, as illustrated in figure 15. 

Regarding Claims 20 and 21 , Saltsov discloses a banknote storage device (122) 
with film strip (124) wound on a spool/drum (130), driven by a motor (134), as disclosed 
at col. 5, lines 45-65. 

Regarding Claim 24, see Saltsov, figure 18, noting that the diverter is located 
between escrow devices (3b and 3c). 

Claim Rejections - 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

15. Claims 10-14, 16 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saltsov "473 in view of Salstov (US 7,051,926 B2). 

Saltsov '473 discloses the banknote apparatus as described above. 

Regarding Claim 10, Saltsov '473 does not expressly disclose, but Saltsov '926 
discloses a diverter (100a) having five separate transport paths about the diverter, as 
illustrated in figure 3, with diverter (100a) having five separate paths and ten separate 
input/outputs. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to have used a diverter having five separate transport paths and ten separate 
input/outputs for the purpose of directing banknotes to more storage and processing 
devices, thus increasing the capacity of the banknote apparatus. 

Regarding Claim 1 1 , it would have been obvious to one of ordinary skill to have 
connected any of the five paths of Saltsov '926 with any of the ten input/outputs of the 
diverter (100a) so as to direct bills to any particular path as required. 
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Regarding Claims 12-14, note that the actuator discussed in reference to Claim 
7, above, is construed to have a transmission in the form of a gear train, connected to a 
motor, as described at col. 8, lines 15-26 of Saltsov '473. 

Note that it would have been obvious to one of ordinary skill in the art to have 
added as many outputs as required so as to drive several items with a single drive 
input. Note also that it would have been obvious to include a freewheel, such as a 
clutch, as recited in Saltsov '473 at col. 5, lines 54-65, for the purpose of allowing the 
transmission to engage and disengage shafts and gears from the driving mechanisms. 
Note that these are well-known techniques of transmitting power through mechanical 
means, as illustrated by Saltsov '473. 

Regarding Claim 16, note that it would have been obvious to engage and 
disengage the driving motor via at least one freewheel/clutch so as to selectively drive 
various components of Saltsov '473's banknote apparatus. 

Regarding Claim 27, note that it would have been obvious to have used belts to 
connect the drive transmission to the other driven components such as the diverters of 
Saltsov's apparatus, as again, this is a well-known technique of transmitting drive power 
from a driving component to a driven component. Note figure 14, for example, which 
illustrates such belts (233). 

16. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saltsov "473 in view of Mennie et al (US 6,241,069). 

Saltsov '473 discloses the banknote apparatus as described above. 
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Regarding Claims 18 and 19, note that Saltsov '473 discloses at col. 2, lines 7-12, that a 
controller controls all "modular components" so as to transport banknotes into any of the 
escrow devices (3a, 3b, 3c). 

Saltsov '473 does not expressly disclose, but Menne discloses setting user 
specific defaults, i.e., user defined keys, for the purpose of customizing operation of a 
banknote handling apparatus at col. 15, line 35-col. 16, line 25. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to have incorporated user-defined defaults for the purpose of customizing the 
operation of Saltsov's banknote handling apparatus. 

17. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saltsov 
"473 in view of Ross (US 6,540,136 B1). 

Saltsov '473 discloses the banknote apparatus as described above. 
Regarding Claim 23, note that Saltsov '473 discloses a cassette (4). 

Saltsov '473 does not expressly disclose, but Ross discloses a cassette having 
reed switch and magnet at col. 1, lines 15-35. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to have incorporated a reed switch and magnet in Saltsov's cassette, as taught 
by Ross, for the purpose of detecting the level of the banknotes in the cassette. . 

1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey A. Shapiro whose telephone number is 
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(571)272-6943. The examiner can normally be reached on Monday-Friday, 9:00 AM- 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick H. Mackey can be reached on (571)272-6916. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jeffrey A. Shapiro 
Examiner 
Art Unit 3653 



September 30, 2007 



